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REMARKS 



Applicants acknowledge receipt of the Office Action dated May 5, 2006. In that action, the 
Examiner stated that the prior finality of claims 1, 3-8, 11, 13, 15-17, and 20-45 is withdrawn in 
view of the newly discovered reference to Bailey et at (US 5,657,820) (^Bailey"). Claims 1, 3-8, 
11, 13, 15-17, 20-34, and 36-45 are rejected under 35 U.S.C § 103(a) as being unpatentable over 
Blizzard, Jr.. et al (US 5,727,629) {"Blizzard*) in view of Bailey. 

Status of the Claims 

Claims 1, 3-8, 11, 13, 15-17, and 20-45 are currently pending. 

Claims 2, 9, 10, 12, 14, 18, and 19 were previously cancelled. 

Claims 1, 7, 13, and 38 are currently amended. 
Claim Rejections Under 35 U.S.C. § 103(a) 

Claims 1, 3-8, 11, 13, 15-17, 20-34, and 36-45 stand rejected under 35 U.S.C, 103(a) as 
being unpatentable over Blizzard in view of Bailey. In response, Applicants respectfully submit 
that die combination of Blizzard and Bailey does not establish a prima facie case of obviousness as 
to any of these claims. According to MPEP 21 42, three basic criteria must be met to establish a 
prima facie case of obviousness: 

First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on 
applicant's disclosure. 

In the present case, Applicants respectfully submit that the combination of Blizzard with 
Bailey does not establish a prima facie case of obviousness as to any of these claims at least 
because such a combination does not teach or suggest all of the claim limitations. In particular, 
assuming for the sake of argument that the combination of Blizzard with Bailey is proper 
(without conceding such), independent claims 1 and 7 have been amended to include "said 
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diamonds initiating cutting of the steel casing* milling said window through the steel casing and 
drilling a secondary borehole"; claim 13 has been amended to include "a plurality of cutting 
faces having diamond material to initiate and mill the window through the steel casing and drill 
borehole"; and claim 38 has been amended to include " initiating cutting of the steel casing with 
the diamond cutters , " The proposed combination does not teach or suggest these claim 
limitations. 

Blizzard discloses first starting the cutting of a window with a starter mill, removing the 
starter mill from the casing, then running a second milling system into the casing to continue 
milling the window, (See col. 7, 11. 4-13) Blizzard does not disclose a mill that initiates cutting 
the window in the steel casing and then mills the window through the steel casing. The 
Examiner proposes Bailey for a mill having diamond inserts or a matrix comprising 
polycrystalline diamond. However, Bailey also fails to teach what Blizzard lacks. Bailey 
discloses that a starter mill 14 begins window 20 and then is tripped out of the cased borehole 9 
in favor of additional milling systems. (See col. 4, 11. 59-62), Again, no mill taught by Bailey 
discloses a mill that initiates cutting the window in the steel casing and then mills the window 
through the steel casing. Therefore, given that Blizzard does not make obvious each and every 
element of claims 1, 7, 13, and 38, and Bailey does not make up for the lack of teaching of 
Blizzard, these claims axe not obvious in view of the prior an of record. In addition, Applicants 
respectfully submit that claims 3-6, 8, 11, 15-17, 20-34, 36, 37, and 39-45 are likewise allowable 
at least because each of these claims depends variously from allowable claims 1,7, 13, and 38, 

Further, there is no evidence that the combination of Blizzard and Bailey is proper in 
view of the amended claims. As suggested by MPEP 2142, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference teachings, As shown by 
Blizzard and Bailey, it is conventional in the art that a starter mill is to be used to initiate cutting 
of the casing before a secondary milling system is lowered into the borehole to complete the 
window. Before the secondary milling system can be lowered into the borehole, the starter mill 
is to be nipped out; of the borehole. It is also conventional to one having ordinary skill in the art 

IS1250.02/103O-O81055 Page 9 of 1 1 

PAGE 12/14 * RCVD AT 9/5/2006 5:23:26 PM [Eastern Daylight Time] 1 SVR:USPTO-EFXRF-6/39 • DNIS:2738300 * CSID:7132388008 1 DURATION (mm*s):02<46 



09/05/2006 15:17 FAX 7132388008 



0013/01 



Appl.No. 10/684,629 

Amdt dated September 5 B 2006 ■ 
Reply to Office Action of May 5, 2006 

that such a starter mill is to have tungsten carbide cutters, as tungsten carbide is effective for 
initiating cutting into the steel casing while minimizing the cutting of the whipstock. Thus, 
contrary to the Examiner's suggestion at page 3 of the Office Action, it would not have been 
obvious to one of skill in the art to use diamond or polycrystalline matrix inserts, or any material 
other than tungsten carbide, for any side tracking mill as a simple matter of engineering decision. 
Based on the prior art teachings and knowledge of one skilled in the art, it would only be obvious 
to use diamond or polycrystalline cutters on a mill for completing a partial, already-initiated 
window in steel casing. 

As further evidence that the combination of Blizzard with Bailey is improper in view of 
the amended claims is the fact that the references teach away from the claimed subject matter. 
For example, claim 1 includes a window mill wherein the diamonds initiate said window in the 
steel casing, mill said window through the steel casing and drill a secondary borehole. 
Independent claims 7, 13, and 38 have similar limitations. Such a window mill may also be 
referred to as "one-trip" system as no mill need be tripped out of the borehole to initiate and cut 
the window through the steel casing. As previously alluded to, Blizzard and Bailey absolutely 
require that the first mill used to initiate cutting into the casing be tripped out of the borehole 
before a secondary mill is lowered into the borehole to complete the window. Such systems may 
be referred to as 66 two-trip" or "multi-trip" systems. As the efficiency and cost-saving ability of a 
one-trip system is well known to one having skill in the art, as opposed to the time-consuming 
and costly multi-trip system, Blizzard and Bailey teach away from the claimed subject matter. 
Moreover, Bailey disparages a one-trip system in favor of a two-trip system, At column 2, lines 
1 1-39, the difficulties and disadvantages of one-trip systems are explained by Bailey. At several 
locations in Bailey, for example, the title and summary of invention (at col. 2, 11. 45-47), it is 
clear that that invention is ah advantageous two-trip pipe casing mill system. Thus, the cited 
references teach away from and disparage the claimed subject matter of independent claims 1, 7, 
13, and 38, thereby militating against the combination of Blizzard with Bailey proposed by the 
Examiner and cited against the pending claims. 
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CONCLUSION 

In the course of the foregoing discussions, Applicants may have at times referred to claim 
limitations in shorthand fashion, or may have focused on a particular claim element. This 
discussion should not be interpreted to mean that the other limitations can be ignored or dismissed, 
The claims must be viewed as a whole, and each limitation of the claims must be considered when 
determining the patentability of the claims. Moreover, it should be understood that there may be 
other distinctions between the claims and the cited art which have yet to be raised, but which may 
be raised in the future. 

Applicants respectfully request reconsideration and that a timely Notice of Allowance be 
issued in this case. No new matter is introduced by way of amendment. It is believed that each 
ground of rejection raised in the Office Action dated May 5, 2006 has been fully addressed. It is 
believed that no extensions of time or fees are required, beyond those that may otherwise be 
provided for in documents accompanying this paper. However, in the event that additional 
extensions of time are necessary to allow consideration of this paper, such extensions are hereby 
petitioned under 37 C.F.R. § 1.136(a), and any fees required (including fees for net addition of 
claims) are hereby authorized to be charged to Conley Rose, P.C.'s Deposit Account 
Number 03-2769(1030-08108). 

Respectfully submitted, 




Marcthew R.^loscicki 
PTO Reg. No. 57,524 
CONLEY ROSE, P.C. 
P. O. Box 3267 
Houston, TX 77253-3267 
(713) 238-8000 (Phone) 
(713) 238-8008 (Fax) 
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